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Remarks 



Claims 1-21 have been canceled. Claims 22-24 are pending. Support for 
claims 22-24 can be found in the specification on page 2 at lines 22-26 and on page 
9, lines 1-7. Thus, no new matter has been added. 

The Examiner's presumption that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made is indeed 
correct. 

Claims 22-24 were rejected under 35 USC 103(a) as being unpatentable over 
Maruta U.S. patent 5,516,668 in view of Rumsey et al. (Vet. Immunol.lmmunopathol. 
41 (3-4):323-339(1994)). 

Maruta specifically teach a method for decreasing the amount of glutelin in a 
rice plant using antisense technology. Maruta also teaches transformed rice seed 
having decreased glutelin relative to untransformed seed. Even though Maruta 
suggests in column 4 a lines 1-8 that the '668 method could be applied to soybean 
seeds, no examples with soybean seeds are provided. Indeed, glycinin and beta- 
conglycinin do not appear to be mentioned anywhere in the '668 patent. 

No examples are provided for any plant other than rice. The only seed 
storage protein reduced in glutelin in rice. It is respectfully submitted that there is no 
teaching or suggestion in Murata that Murata's method would be successful in 
reducing any seed storage protein, other than glutelin, in any plant other than rice. 

Rumsey et al. wanted to determine if fish fed chemically and immunologically 
defined diets containing a low-temperature fish meal or soybean preparations contain 
high or low levels of the globular antigenic proteins glycinin and beta-conglycinin for 
26 weeks. It was found that the fish fed the soya diet with high levels of glycinin and 
beta-conglycinin show the most significant growth diminution, elevated feed 
conversion and impaired utilization of dietary protein. It is suggested that the dietary 
sensitivity can be overcome by process removal of this immunologically 
characterized antigen in soybean protein. 

Rumsey et al. suggest using a soy preparation specially processed to 
inactivate the antinutritional factors and to alter the immuno-chemical structure of the 
antigenic proteins. There appears to be no teaching or suggestion to use transgenic 
soybeans having seed storage proteins reduced. 

The Court of Appeals for the Federal Circuit in In re Dow Chemical Co ., 5 
USPQ2d 1529, 1531 (Fed. Cir. 1988) has stated that the 

consistent criterion for determination of obviousness is whether the 
prior art would have suggested to one of ordinary skill in the art that this 
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process should be carried out and would have a reasonable likelihood 
of success viewed in light of the prior art, . . . 

In determining whether such a suggestion can fairly be gleaned from 
the prior art. the full field of the invention must be considered; for the 
person of ordinary skill is charged with knowledge of the entire body of 
technological literature, including that which might lead away from the 
claimed invention. 



It is respectfully submitted that one of ordinary skill in the art would not have a 
reasonable likelihood of success in using the method of Maruta to reduce seed 
storage protein in soybeans given that Maruta's sole example is reducing glutelin in 
rice seed. Rumsey et al. do not suggest transgenic means to reduce soybean seed 
storage proteins. What Rumsey et al. suggest is using special processing to alter the 
immuno-chemical structure of the antigenic proteins. Thus, one skilled in the art 
might be tempted to try to process soybeans to alter the immuno-chemical structure 
of the antigenic proteins. However, there is no motivation to try transgenic means 
to reduce the seed storage proteins, glycinin and beta-conglycinin in soybeans. 

Accordingly, withdrawal of the rejection of the claims under 35 USC 103(a) is 
respectfully requested in view of the foregoing discussion. 

A Petition for a one (1 ) month extension of time accompanies this response. 

Please charge any fees or credit any overpayment of fees that are required in 
connection with the filing of this Response to Deposit Account No. 04-1928 (E. I. du 
Pont de Nemours and Company). 

It is respectfully submitted that the claims are in form for allowance which 
allowance is respectfully requested. 



Respectfully submitted, 
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